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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 26 May 2004 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1-26 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Acknowledgements 



1. 



Claims 1-26 are pending 



For reference purposes, the document paper number is 20080717 



Claim Rejections - 35 USC § 103 



2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Joao 
U.S. Pre-Grant Pub No. 2001/0032099 in view of Graettinger U.S. Patent No. 5,839,438. 

4. With respect to claim 1 , Joao recites entering input data into a computer 213); and 
determining an expected output data (H 215) and making said output data available to the 
user (11216). 

With respect to types of data sets or medical data (e.g. patient data, procedure 

success rate and duration), they are mere non-functional descriptive material that do not 
further limit the method steps of claim 1 (In re Gulack, 217 USPQ 401 (Fed. Cir. 1983), In re 
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Ngai, 70 USPQ2d (Fed. Cir. 2004), In re Lowry, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 
2106.01 II). Furthermore, Joao recites such data (H 152, 220). 

Joao does not specifically recite creating a decision tool using data sets; however, 
Graettinger does (Abstract; col. 3 lines 5-1 1 ). It would have been obvious to one of ordinary 
skill in the art to combine the teachings of Joao with those of Graettinger in order to provide 
patients with reliable information with respect to medical of health related issues. 

Claims 15 and 21 are rejected under the analysis of claim 1 . 

5. Regarding claims 2-4, Joao and Graettinger recite using their invention to provide 
diagnosis or/and treatment information (Abstract). A predictable result of Joao and 

Graettinger would therefore be to include data sets for any medical procedure pertaining to a 
provider's area(s) of expertise (KSR International Go. v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 
2007)). 

6. For claims 5 and 6, Graettinger recites data sets (Col. 7 lines 47-52). A predictable 
result of Graettinger would have been to include as many data sets as possible in order to 
increase the reliability of the output data (KSR International Co. v. Teleflex Inc., 82 USPQ2d 
1385 (U.S. 2007)). 

7. Claim 7 is rejected, as Graettinger recites a neural network (Abstract). 



8. For claim 8, verifying decision tool or expert systems is old and well known in the art. 
Claims 16 and 22 rejected under the analysis of claim 8. 
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9. With respect to claim 9, charging fees to access information using a computer networl< 

is old and well known in the art. 

Claims 1 2, 1 3, 1 8, 1 9, 24 and 25 are rejected under the analysis of claim 9 as they are 
all predictable results of charging a fee (KSR International Co. v. Teleflex Inc., 82 USPQ2d 
1385 (U.S. 2007)). 

10. Claim 10 is rejected, as Joao and Graettinger recite making their inventions available 
on the worldwide web (Joao, H 21; Graettinger, Col. 5 lines 15-18). 

1 1 . With respect to claim 1 1 , Joao recites making output data available to a computer (1| 
216) and revising data (H 306, 307). 

Joao does not specifically recite buffering input data, but to buffer data is old and well 
known in the art. 

Claims 17 and 23 are rejected under the analysis of claim 1 1 . 

12. As for claim 14, Joao recites making output data available to a computer (H 21 6) and 
revising data (H 306, 307). 

Joao does not specifically recite buffering input data and reducing a fee when a user 
makes data available to a computer, but to buffer data and to apply a fee based on 
information accessed or obtained is old and well known in the art. 

Claims 20 and 26 are rejected under the analysis of claim 14. 
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Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a) Murphy et al., U.S Patent No. 5,077,677 discloses verifying an expert system. 

b) Teller et al.; U.S. Patent No. 6,605,038 and Felsher U.S. Pre-Grant Pub No. 
2002/0010679 disclose charging fees for accessing information through a computer network 
and Teller discloses buffering data. 

c) Brunner et al., U.S Pre-Grant Pub No. 2003/0004652 recites buffering input 

data. 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VALERIE LUBIN whose telephone number is (571)270-5295. 
The examiner can normally be reached on Monday-Friday 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher L. Gilligan can be reached on 571-272-6770. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status Information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 



VL 



/C Luke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



